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B Responsive to communications) filed on JMlAJOOO " 

D This action is FINAL. prosecution as to the merits is closed 

□ SincetNsapp,,^ 

U in accordance with the practice under Ex parte Qu^ m0 nth(s), or thirty days, whichever is 

A shortened statutory period for response to this .action is set to for response will cause the 

Ton er from the maiUng date of this ^^^SSX»^ ^ be 
application to become abandoned. (35 U.b.u 9 
37 CFR 1.136(a). 

Disposition of Claim is/are pending in the applicat 

S Claim(s) 9^3Jl L^d 17-28 



•-(s) uujuwum*^^ is/are allowed . 

□ Claim(s) " is/are rejected. 

rjg Claim(s) Q 1\ and 1J - 28 ' is/are objected to. 

□ Claim(s) " are subject to restriction or election requirement 

□ Claims ■ 

A9 %TZZl, NCioe a, Disperses Paten, Drawing Review. PTO-S.8. 

S See the anac ^ ^ ^ ^ e Examiner . 

□ The drawing(s) filed on ^ ^ ap p ro ved disapproved. 

□ The proposed drawing correction, filed on 

□ The specification is objected to by the Examiner. 
D The oath or declaration is objected to by the Examiner. 

Priority under 35 U5.C S 119 under 35 y.s.C. § 119(a)-(d). 

^ □^° W |3^r^ ^Hone^ oHhe CERTIFIED copies of the priority documents have been 
□ received. 

Attach ment(s) 

D Notice of References Cited, FTO*92 <@ ^ gs ^ _ Jj _s h eeQ 

B information Disclosure Statement(s), PTO-1449,<^Ifl^ _J 
□ Interview Summary, PTO-41 3 

B Notice of Draftsperson's Patent Drawing Review, PTO-948 
D Notice of Informal Patent Application, PTO-152 
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Serial No. 09/129,958 

The ar t unit desisted for this application has chanqed. 

Appl icant (S , are hereby informed that future correspondence 

---^^Tir.e/OOan.sn.OO, have been 

Applicants' arguments, filed 
fully cohere. but they are not deemed to be persuas.e 

n ot reiterated from previous office 

Rejectl on S ^ 0b]e : 10 n h £ ollo W ln g re.ect.ons and/or 
actlons are hereby withdrawn. The 

oto ectrons are either rerter ate d or newly appU d. ^ 
coust.tute the complete set presently beinq appUe. to 

toolong . Itmu st be less than 250 words in lenqth. Correct 

^required. See M.P-E.P. § 608.01 (b). 

T his application contains seance disclosures that 

ed by the options for nucleotide and/or ammo acrd 

enC ° mP thln 3 7 c re§ 1.8 21 (a»,l. and ,.,(2,. However, 

sequences set forth m CFR s 

• f a1 ls to comply with the requirements of 37 
this application farls 

s ! 82! throuqh 1.825 because sequences rn the specrf 

not been cited alonq with SEO I D NOs thereafter. See, for 

e pa qe 2 6 , line 20, an d elsewhere. Applicants are qrven 

example, page 

the same response time reqardinq this failure to comply 
set forth to respond to this office action. 

Ciaims U-13, 15. and 17-28 are rejected under 35U.S.C. 

u2 ; f ;:; t paragraph , — 
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Serial No. 09/129,958 
Ascribed in the specification in sue, a way as to reasonably 
co nvey to one sUUea in t h e relevant art that the inventor ( s), 
at the time the application was filed, had possession of the 

claimed invention. 

The newly added claims contain NEW MATTER. At claim 11, 
line 7 _ 10 , in that the generic adding of oilier subunits given 

to by applicants. it is noted that ligase-cataiyzed addition of 
oii^ers has written oasis as filed but not the utiiization of a 
ge nenc enzyme which goes beyond Hgase-catalyzed reactions. 
IteB (1) in claim 11 also contains NEW MATTER as not having been 
found as filed nor in the pages pointed to by applicants. It is 
noted that the specification on page 38, lines 9-15, cites the 
mo fification of 3-termini to prevent polymerase extension 
herefrom, such as via dideoxynucleotide additron. This specifrc 
3-termmi treatment, however, does not give written oasis for 

■ - ™ Ml of claim 11 which contains NEW 
the broad and generic item U> of claim 

MATTER due to its breadth beyond that which was filed. Clai.s 
pendent directly or indirectly from claim 11 also contain HEW 
MATTER due to their dependence. 

NE „ MATTER is contained in claim 17 in that the step <d, 
thereln lac,s any description of what results m the obtaining of 
a v .>. It is noted that the bridging paragraph between pages .7 
and « describe this V> entity as being the result of 
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_ i_ ; n order to produce said 
^ of the oligomer set in oruei l, ^ 
convergence of the ox y 

entity . This — 1. also container m the last 3 es 

terative disclosures in th e instant specification. The presen 
form of claim 17 thus contains NEW MATTER as the production 
vbentl ty without e or at least two iterations 

as fil ed has been found or pointed to by applicants for 

, ,d> of claim 17 without some type of converging 
repeating step (d) of claim 

■ , h V result. Claims dependent directly or 
end point to obtain the V, result. 

deP Ti:: 25 and .contain NEATER as generally defining 

m atrix T without limiting it to the sum of all of 

the memory matrxx i 13 wx 

, ,„ v*V* as disclosed in the specif icatxon at 
the outer products V, V 5 as a 

generically in clai.s 2 5 and 26 has been found as filed The 
lack of the above limitation on me m ory matrix type results m 

as f lied and therefore is NEW MATTER . It is noted also that 
; iaiml7a nd those dependent therefrom also contain this ^ 

■ that lines 13-14 cites a T„ memory matrix without 

MATTER xn that xxneb 

abo ve noted limitation as what the matrix contains. 
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Claim 13 is reacted under 35 U.S.C. , 112. «r.t paragraph, 
be cause the specification, while being enabling £ or vector 
addi tion wherein the vectors are exactly oppositely oriented, 
doe5 not reasonably provide enablement £ or any vector addition, 
such as tor vectors that are not oppositely oriented in their 
vector space. The specification does not enable any person 
billed in the art to which it pertains, or with which it is most 
nea rly connected, to maWuse the invention commensurate in scope 

result in hybridation and removal of those oligomers which 
contain are complementary. These hybridized oligomers are 
amoved leaving as the sum any leftover oligomers. Thus, the 
small er vector in such addition removes its represented length 
from the oilier mixture leaving any leftover amount fro, the 
larger vect0 r. This resultant sum is only the vector addition 
result when the vectors are exactly oppositely oriented. Thus, 
th is opposite orientation of vectors is the only enabled 

of this claim and not the generic vector addition as 

given in lines 1-2 of claim 13. 

claims 27 and 2B are reacted under 35 U.S.C. S 112, first 
paragraph, because the specification, while being enabling for 
lnne r product determination wherein the vectors are exactly co- 
oriented, does not reasonably provide enablement for any vector 
lnn er product determination, such as non-co-oriented vectors. It 
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t d that the rate of hybridization is measured in order to 
t but ther e is no corresponding restraint 

ive vectors 

pl aced on the single-stranded oligomer, of 

t • obtained No such oligomer 
that the required zero output rs obtarned. 

Rations are given in the claim. M.c 

colin eanty would give * ^n-zero inner product result bu t 
wo uld reguire some hybridizability at least » ^ 

SU ch limitations are present in these 
lack of scope of enablement rejection. 

. ,r n s C § 112, £i"t paragraph, 
Claim 15 is rejected under 35 U.S.C. 

as containing subject matter which was not described 

the art t0 W hich it Pertains, or with which it is mos 
connected, to make and/or use the invention. Claim 15, In 

Jatrix of two vectors" and then only cites the obtaining f « 
iigomers without any step that enables either preparation of 
dim enc oligomers as given in the penultimate line of claim 
nor enables what generates the outer product. 

cl ai m s 22-2, are reacted, as discussed below, under 35 
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„ s c § 112 , second paragraph, as being indefinite for failing 
.I p.rtrcularly Point out and distinctly ciaim - 
which applicant regards as the invention. 

Claim 22 cites "said single-stranded oligomers » 

i. v. no a c: -hhere are many single 
which lacks clear antecedent basis as there 

in claim 17 from which it depends, 
stranded oligomers given in claim 

n „ Also , claim 22 cites a "complete, sub- 
Which is meant? Also, ox 

■ h ' ..trie set" without defining the metes and bounds of 
stoichiometric set wx 

..complete" or ^-stoichiometric. That is, complete compared 
t0 what? T his comparative term does not give what it is compared 
to Thls is aiso an issue regarding ^-stoichiometric, which 
lac Ks a clarification as to what ..stoichiometric, to what is 

The Allowing is a notation o f the appropriate paragraphs 
o£ 35 U.S.C. , 102 that form the basis for the reactions under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 
(b) the invention was patented or described in a^rrnted ^ 
publication m this a f°^ an one yea r prior to the 
Et'e'S ^c 5 atron nt for'prtent in the United States. 
Claims 9-11 are reacted under 35 U . S X . § 102 ( b, as being 
clea rly anticipated b Y either Mleman .Science 

. ■ et al (Science 273:220 [1996]), or Oliver (J. Mol. 
Guarnieri et al . t^cieiH, 

Evol. 45:16111997]) . 

It ls noted that instant claim 9 utili.es a set of oligomers 
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corresponding to components of a pension*! space vector set 
where the basis vectors are arbitrary regarding what they 
t e P resent in some type of arbitrary vector space. ^ also 
utilizes a set of Olivers made up of D.A molecules which are 
each arbitrarily directed to elements of a Hamiltonian path. The 
first coiumn on page 1022 details the mixing of oligomers with a 
subseq uent ligation step to bring together compatible edges to 
form paths. A resultant path graph is depicted in Figure In 
t he middle through rightmost column of page 1022 the solution of 
the problem is detected as assembled paths. These steps 
anticipate the three steps of instant claims 9-11. 

Similarly. Guarnreri et al. utilizes DNA oligomers whrch 
hybridize and are utilized via various mixtures to produce a 
detectable resultant strand as depicted in Figure 2 on page 221, 
f0 r example, with corresponding discussion. Several examples of 
computation is described in this reference. It is noted that 
priming and polymerase extension is also described as being 
performed therein. Guarnieri et al . cleariy obtains a single- 
handed set of olig m ers, subjects them to physical and/or 
chemical treatment, and detects the result of the matrix 
algeb raic manipulation and thus anticipates instant claims 9-11. 

Similarly, Oliver, taxen as a whole, hybridizes oligomer 
sets with detection of results very like Guarnieri et al. and 
will not be further discussed as deemed eguivalent to Guarnieri 
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" " It 15 noted that the above three references are applicable 
due to the co.pletely arbitrary vector space as ,iven in the 
lnstant clalm5 which broadly is o^ed inclusrve of .enerrcally 
de£ ine d vectors as utili,- - the prances. Tbe reference 
vectors are aee^ea vectors d ue to their seances not bern, 
ld entrcal an. thus corresponding to various generally defrned 
vector space definitions. 

Thls disclosure is ejected to because it contains an 
emb edde d HVPerll- an d/ or ct h er for, or 

Appl icant is retired to d elete the embedded n W erlin, and/or 
ler ^ of b ro W3 er-e X ecuta b le co d e. MPEP § 

cn linps 17-18, contains a 
noted that the specification at page 60, lines 

hyperlink as discussed above. 
No claim is allowed. 

Pape rs related to this application ,ay be ^tted^o^roup 
1600 by facsimile transmission^ Paper Crystal Mall 1. The 
16 00 via the PTO Fax ^"^^Vith the notices Polished £ 
-fSfficl^ette! If J - « 
SlTM d n. 19 ?-'cHf F ax 5 Ce 0 nte 9 r 4 nlber is either (,03, 308- 
4242 or' (703)305-3014. 

toy inquiry concerning this IZT^TrelleTl^ 
co^unications ^V^^ telephone number is (703, 308-3894 
can^mallTK r e eacL d on Monday-Friday fro, 8 

" l^the^n^ ^^V^^U «» - 
^0^(703, 308-4028. 
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